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DETAILED ACTION 


Claim Objections 

Claims 1 and 2 are objected to because of the following informalities: 
5 Regarding claim 1 , the applicant states, on page 20, line 7, "said at least one 

clothing accessory". It appears that the applicant meant to state the phrase, "said at 
least one article of clothing". If left unchanged, it appears that the statement would be 
considered having lack of antecedent basis and given a 35 U.S.C. 112, second 
paragraph rejection. 

1 0 Regarding claim 2, the applicant uses the phrase, "imported image design" 

throughout the claim. However, the applicant states that an image design can be 
imported or stored using a peripheral. Therefore by stating an "imported image design", 
the applicant is further limiting the claim, which could result in a lack of antecedent basis 
and a 35 U.S.C. 1 12, second paragraph rejection because an imported image may not 

1 5 exist (a "stored" image could exist instead). For the purpose of this Office Action an 
"imported image design" will be considered either an "imported image design" or a 
"stored image design". 

Appropriate correction is required. 

20 Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 


The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 16-26 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 16, the applicant claims a software program included in a kit. 
5 The software program as claimed is not stored on any type of media therefore the 
program is not considered a physical "thing". If a computer program has no physical 
structure, it is considered abstract and thus cannot be placed in a kit because a kit is 
considered a collection of structural elements. 

Claims 17-26 are dependent from claim 16, therefore are also rejected under 35 
10 U.S.C. 112, second paragraph. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
1 5 matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 

conditions and requirements of this title. 

Claims 16-26 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

20 Regarding claim 16, on page 25, lines 10-16, the descriptions or expressions of 

programs are not physical "things". They are neither computer components nor 
statutory processes, as they are not "acts" being performed. Such claimed computer 
programs do not define any structural and functional interrelationships between the 
computer program and other claimed elements of a computer, which permit the 

25 computer program's functionality to be realized (MPEP 2106). 


Application/Control Number: 1 0/691 ,687 Page 4 

Art Unit: 3765 

Claims 17-26 are also rejected under 35 U.S.C. 101 because they are dependent 
from the rejected base claim. 

Claim Rejections - 35 USC § 103 

5 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
1 0 invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

POSKANZER (U.S. Patent 5,943,697) in view of RIFKIN (U.S. Patent 6,1 16,906). 

15 Regarding claims 1 , 5 and 9-1 1 POSKANZER discloses the method of 

aesthetically altering articles of clothing, such as skirts, vests, rainwear, boots (i.e. 
shoes), hats, bookbags, handbags (i.e. purses), belts, wallets and all other forms of 
garments and accessories (Col. 4, Lines 15-20), by applying adhesively backed 
laminate stickers (200, 310) with images (240) thereon, to the clothing (100, 300) (Fig. 1 

20 and Fig. 3). However, POSKANZER fails to disclose a method for designing and 
producing the adhesively backed laminate stickers with images thereon. 

RIFKIN teaches a method for designing and producing stickers to adhere to an 
object in order to make the object more aesthetically pleasing in a way that is 
entertaining and simple for the user. RIFKIN teaches the use of a display monitor (1 5), 

25 one or more input devices (13, 14) and a printer (20). RIFKIN teaches providing at least 
one object (56, 70) with a plurality of surfaces and a plurality of cloth laminate sheets 
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(22) wherein the printable cloth laminate sheet is cut into one or more sections to define 
a plurality of peelable blank covers (23-26) within the printable cloth laminate sheet (Fig. 
1 and Fig. 8). The applicant discloses that die cutting a laminate sheet into sections is 
commonly known in the art (Applicant's Disclosure; Page 3, Lines 9-14). RIFKIN 
5 teaches displaying the object (40, 56) on the display monitor (15, 50) and displaying at 
least one image design (53-55, 41-46) on the display monitor (51) (Fig 1,2 and 3). 
RIFKIN teaches selecting at least one image design for use on the object (Col. 4, Lines 
18-21 and 48-52). RIFKIN further teaches displaying on a display monitor the at least 
one object having at least one selected image design thereon (Col. 4, Lines 2-3) (Fig. 

1 0 4). RIFKIN also teaches printing the at least one image design upon the blank cover to 
produce a printed cover (Col. 5, Lines 1-18) (Fig. 1). RIFKIN demonstrates applying 
one or more of the printed covers to one or more of the surfaces of the at least one 
object whereby the at least one object is aesthetically altered (Col. 5, Lines 1-18). 
Accordingly, it would have been obvious to one with ordinary skill in the art at the time 

15 the invention was made to have provided the method of altering clothing by applying 
adhesively backed laminate stickers with an image design thereon (of POSKANZER) 
with a method for designing and producing adhesively backed laminate stickers with an 
image design thereon, in light of the teachings of RIFKIN, in order to provide a more 
aesthetically pleasing garment in a way that is entertaining and simple for the user. 

20 Regarding claims 2, 3, 13, 14 and 15, POSKANZER in view of RIFKIN teaches a 

method of designing and producing adhesively backed laminate stickers with images 
thereon in order to aesthetically alter clothing as discussed above. RIFKIN further 
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teaches the use of a peripheral device for importing or storing (Col. 1, Lines 24-26) at 
least one image design (BACKGROUND; Col. 1 , Line 44 - Col. 2, Line 50). RIFKIN 
teaches types of peripherals comprising computer storage means, color scanners and 
digital cameras (BACKGROUND examples). The Examiner wants to make it known to 
5 the applicant that the applicant's disclosure expresses that the use of peripherals such 
as sketch pads, digitizers, scanners, digital video cameras and still cameras are 
commonly used in the art to create computer images (Applicant's Disclosure; Page 2, 
Lines 6-13). In regards to claim 14, a color copier is being considered a scanner 
because a scanner copies an image to a computer. However, POSKANZER in view of 

1 0 RIFKIN fails to teach the peripheral device importing or storing at least one image 
design from the World Wide Web. 

It is well known in the art for a person to save an image from the World Wide 
Web onto a computer's storage means in order to later print, edit, or view the image. 
Accordingly, it would have been obvious to one with ordinary skill in the art at the time 

1 5 the invention was made to have provided the peripheral of RIFKIN with the ability to 
store at least one image design from the World Wide Web in order to later use the 
image in the design and printing of image stickers. The further aspects of applicant's 
claim 2, is rejected for the reasons as discussed in the previous claim 1 rejections. 

Regarding claims 4 and 12, POSKANZER in view of RIFKIN teaches a method of 

20 designing and producing adhesively backed laminate stickers with images thereon in 
order to aesthetically alter clothing as discussed above. RIFKIN further teaches the 
printable cloth laminate sheets including a printable cloth sheet (23-26) releasably 
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adhered to a release sheet (22) (Fig. 1). RIFKIN teaches the printable cloth sheet 
including a first indicia side (32, 33) for printing thereon and a second adhesive side 
having a pressure sensitive adhesive thereon (Refer to Abstract and Figures). In 
regards to claim 12, the printable sheet is considered to include embossing because 
5 indicia is printed on one side of the printable sheet. The indicia is considered 
embossing because it is applied as an additional layer printed onto the top of the 
printable sheet in order to provide decoration. The adhesive side is considered to be 
pressure sensitive because it can be stuck onto an object by using pressure. However, 
RIFKIN fails to mention the release sheet being coated with a releasing agent whereby 
10 the pressure sensitive adhesive releasably adheres the printable cloth sheet to the 
release sheet. 

In the applicant's background and prior art section of the specification it is 
mentioned that, "various types of barrier coatings have been provided on a carrier sheet 
to allow release of labels with adhesive on their backs" which discloses that the use of a 

15 releasing agent on a releasing sheet is considered commonly known in the art in order 
to provide an adequate way to easily secure and release labels from a carrier sheet so 
they can be placed on an object without damage to the label or adhesive (Applicant's 
Disclosure; Page 3, Lines 18-21). Accordingly, it would have been obvious to one with 
ordinary skill in the art at the time the invention was made to have provided the release 

20 sheet of RIFKIN with a releasing agent because it is well known in the art to do so in 
order to provide an adequate way to easily secure and release printable sheets without 
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causing damage to the printable sheets or adhesive located thereon before their use on 
an object. 

Regarding claims 6, 7 and 8, POSKANZER in view of RIFKIN teaches a method 
of designing and producing adhesively backed laminate stickers with images thereon in 
5 order to aesthetically alter clothing as discussed above. RIFKIN further teaches the 
printable covers being generally rectangular in shape (Fig. 1). However, POSKANZER 
in view of RIFKIN fails to teach the printable covers being sized to fit in particular 
sections of different shoe types. It would have been an obvious matter of design choice 
to size the covers to fit with particular garments, since such a modification would have 
1 0 involved a mere change in the size of a component. A change in size is generally 
recognized as being within the level of ordinary skill in the art. 

Regarding claim 16, RIFKIN also teaches the use of a software program adapted 
for interfacing with preexisting desktop publishing software, wherein the software is 
constructed and arranged to set forth sequential displays appearing upon the display 
1 5 monitor (Col. 3, Lines 51-54) (Col. 4, Lines 5- 21 ). 

Kit claims 16-25 are obvious over the method claims and are therefore rejected 
under 35 U.S.C. 103(a) for the reasons as discussed in the previous method claim 
rejections. 

20 Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

POSKANZER (U.S. Patent 5,943,697) in view of RIFKIN (U.S. Patent 6,1 16,906) and in 
further view of CROSS (U.S. Patent 6,482,285). 
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Regarding claim 26, POSKANZER in view of RIFKIN teaches a method and kit 
for designing and producing adhesively backed laminate stickers with images thereon in 
order to aesthetically alter clothing as discussed above. However, POSKANZER in 
view of RIFKIN fails to teach the adhesive of the printable sheet being a hot melt 
5 adhesive that is activated by heating. 

CROSS discloses a method of creating and transferring a printable cloth sheet in 
which a hot melt adhesive is used in which it is activated by heating in order to securely 
fix an printable sheet to a garment (ABSTRACT) (Fig. 7 and Fig. 8). In addition, the 
examiner wants to make it known to the applicant that the use of a hot melt adhesive is 
10 commonly used in the art in order to secure an opaque to a garment. Accordingly, it 
would have been obvious to one with ordinary skill in the art at the time the invention 
was made to have provided the method and kit of POSKANZER in view of RIFKIN with 
a hot melt adhesive on the printable cloth sheet, in light of the teachings of CROSS, 
because it is common in the art in order to securely fix a printable sheet to a garment. 

15 

Conclusion 

The prior art made of record, as cited on attached PTO-892, and not relied upon 
is considered pertinent to applicant's disclosure. 

The examiner wants to make it known to the applicant that the kit claims, as 
20 disclosed in applicant's claims 16-26, are reference to using the kit and it's components 
for aesthetically altering at least one article of clothing. A kit claim is considered a 
collection of structural claims. "Aesthetically altering at least one article of clothing" is 
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not a structural claim and is purely functional and therefore receives no weight in the 
corresponding kit claims. For future reference, the Examiner also wants to make it 
known to the applicant that the content of printed matter will not distinguish a claimed 
product from prior art when the printed matter is not functionally related (In re Ngai, 367 
5 F.3d 1 336, 1 339, 70 USPQ2d 1 862, 1 864 (Fed. Cir. 2004)). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan E. Durham whose telephone number is (571 ) 
272-8642. The examiner can normally be reached on Monday - Friday, 7:30 am - 4:00 
pm. 

10 If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Gary L. Welch can be reached on (571 ) 272-4996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 

15 published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

20 USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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